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Claims 2-20 are provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claims 1-25 of copending Application 
No. 10/819,180. This is a provisional double patenting rejection since the 
conflicting claims have not in fact been patented. 

The co-pending application relates to manipulating the flavor of 
chocolate but also includes a reduced flavor chocolate. The flavor impact 
of the starting material is not alone seen to constitute an unobvious 
difference. 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) 
so as to prevent the unjustified or improper timewise extension of the "right 
to exclude" granted by a patent and to prevent possible harassment by 
multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 
(Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) 
may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record 
may sign a terminal disclaimer. A terminal disclaimer signed by the 
assignee must fully comply with 37 CFR 3.73(b). 

Claim 5 is rejected under 35 U.S.C. 1 12, first paragraph, because the 

specification, while being enabling for a process using the amount of flavor 
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precursors in the flavor medium described on pages 5-6, does not 
reasonably provide enablement for any and all amounts and any and all 
mediums. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to practice the 
invention commensurate in scope with these claims. It is very well known 
in the art that different combinations of ingredients reacted together can 
produce different flavors and off-flavors. Applicant has limited his flavor 
attributes to those shown at page 4, last full paragraph. 

Claim 7 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for a flavor made by the process 
described on pages 6-7 of the specification, does not reasonably provide 
enablement for the flavor resulting from any enzymatic hydrolysate of 
cocoa polysaccharide. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly 
connected, to practice the invention commensurate in scope with these 
claims. 

Claim 8 is rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the flavor resulting for the treatment 
process shown on page 8 of the specification, does not reasonably provide 
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enablement for the flavor obtained from any acid and protease treatment. 
The specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to practice the invention 
commensurate in scope with these claims. 

Claims 1, 3-14, 16-20 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for flavor 
attributes disclosed at page 4, last full paragraph, does not reasonably 
provide enablement for any and all flavor attributes. The specification does 
not enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to practice the invention commensurate in scope 
with these claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1-5 & 1 1-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ripper in view, of Rusoff (2,835,590). 

Ripper discloses the manufacture of chocolate liquor by treating the 
chocolate with a reduced pressure to remove the undesirable flavors of the 
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product. Then the chocolate is combined with sugar, cocoa butter, 1 % 
flavoring and lecithin to prepare a chocolate product for molding. Claim 1 
appears to differ from Ripper in the suggestion of adding flavor precursors 
that contain specific ingredients. Rusoff (2,835,590) teaches that 
combinations of peptides containing glycine or alanine with saccharide 
materials act to create chocolate flavor. At column 3, line 62 rhamnose is 
included as a suggested saccharide. At column 2, line 65 proline is 
included as a flavor enhancing agent. The concept of preparing the flavor 
ingredient in a fat-based medium is indirectly suggested because 
anhydrous conditions are required for the reaction at column 3, line 51-52. 
Thus it would have been obvious to one of ordinary skill in the art to utilize 
the flavor or Rusoff in the chocolate product of Ripper in order to enhance 
the chocolate impact of the product. It is appreciated that the specific 
flavors of claims 2 and 15 are not indicated but these flavor notes are well 
known descriptors of chocolate. It is also appreciated that "house flavor" 
and "asset utilization" and "cost reduction" and "recipe flexibility" are not 
mentioned but these features would be obvious variants of the basic Rusoff 
teachings. The specificity of these features would vary with the whims of 
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the market and taste of the consumer and are not seen to add patentable 
weight to the claims. 

Claims 1- 4, 6 & 10-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ripper in view of Kleinert (3,769,030) or Watterson 
(5,676,993). 

Ripper discloses the manufacture of chocolate liquor by treating the 
chocolate with a reduced pressure to remove the undesirable flavors of the 
product. Then the chocolate is combined with sugar, cocoa butter, 1 % 
flavoring and lecithin to prepare a chocolate product for molding. The 
claims appear to differ from Ripper in the suggestion of adding flavor 
precursors that contain specific ingredients. Kleinert teaches the 
fabrication of milk flavors for use in chocolate by the development of the 
Maillard reaction products or carmelization reaction products (column 3, 
lines 48-59 & example 1. Although roasting is not specifically suggested in 
the reference, no unobvious or unexpected difference is seen between the 
heat treatment Kleinert and roasting. It would have been obvious to one of 
ordinary skill in the art to utilize the flavor of Kleinert in the chocolate of 
Ripper in order to enhance the caramel or maillard color/flavor of Ripper by 
using the fabricated flavors of Kleinert. 
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Similarly Watterson teaches that the Maillard reaction products of 
sugar and amino acids provide a way of enhancing the cocoa flavor of a fat 
matrix (see abstract). It would have been obvious to one of ordinary skill in 
the art to utilize the flavor of Watterson in the chocolate of Ripper in order 
to enhance the maillard flavor of Ripper by using the fabricated flavors of 
Watterson. 

It is also appreciated that "house flavor" and "asset utilization" and 
"cost reduction" and "recipe flexibility" are not mentioned but these features 
would be obvious variants of the basic Rusoff teachings. The specificity of 
these features would vary with the whims of the market and taste of the 
consumer and are not seen to add patentable weight to the claims. 

Claims 21-25 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The specific definition of "house flavor" in claim 21 is unclear. Does 
applicant intend to mean "old sock aroma" or "moldy house" aroma? Does 
applicant mean "Hershey Town Flavor" and "Nestle Flavor"? If so, it is 
unclear to examiner as to what specific ingredients would constitute this 
flavor. Cancellation of this claim is suggested. Claims 22-25 refer to asset 
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utilization and cost reduction and recipe flexibility and it is unclear from the 
claims as to how these features can be achieved by the process steps set 
forth in the claims. Cancellation of these claims is suggested. 

Claims 22-25 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) 
contains subject matter, which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The specification does not adequately set forth how the 
chocolate flavor process can lead to asset utilization, cost reduction and 
recipe flexibility. Cancellation of these claims is suggested. 

Claims 6-8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 6-8 appear to be improperly dependent from claim 1 because 
claim 1 is directed to a non cocoa flavor and dependent claims 6-8 are 
directed to a cocoa flavor. Clarification is requested. 

The prior art made of record and not relied upon is considered 
pertinent to applicant's disclosure. 
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All of the Rusoff references are directed to the manufacture of cocoa 
flavor. US Patents 2,835,592-2,835,593 & 2,887,384-2,887,388 & 
3,582,360 & 4,563,365 are directed to cocoa flavorings from non-cocoa 
sources. Each of these references could be combined with Ripper and 
utilized as references against at least claim 1 but have not been included in 
the office action in the expectation that applicant will amend the claims in 
order to avoid additional duplicative rejections. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Carolyn A Paden whose telephone 
number is (571) 272-1403. The examiner can normally be reached on 
Monday to Friday from 7 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Milton Cano, can be reached on (571) 272-1398 or 
by dialing 571-272-1700. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
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available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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